Appl. No. 09/206,852 

RF.M ARKS/ARGUMENTS 
There remain 1 9 claims pending . 

Claims 2 4 and 17 to 19 of record have been cmacelled and nexv ctos 20 to 24 have 
been adSd^hfch a^^^^^^^ to various aspects of the ins..^.nven.on. Suppon for these 
claims may be fomd throughout the sp^cificauon as originally filed. 

Claims I 3 6 and 8 have been .amended for greater clarity and to bc«<T define die scope 
ofprot^rLl^libythcA^l^^^^ 

claim 2. the dependency of claim 3 has been ^;^^f/ ^.^^f^^^^^ vector" 
found throughout the specification as originally filed. 

Rejection under 35 USC §7J2, l" potagraph 

Claims 17 to 19 of record stand rejected on the grounds that plants and seeds produced by 
the method of lie present invention have not been adequately described m the specification. 

Claims 17to 1 9 have been cancelled which renders the rejection thereto moot 

Rejection under 35 USC %]02(b) 

Claimslto2 4,6,9toU.14 and 16 of record remaui rejected as anticipated by 
Claims 1 TO A , . ^ TO 6 and 9 to 16 remain rejected as anticipated by 

axillary shoots and protocorms. 

AppUcant respectfully disagrees. 

MPE? §2131 provides that: 

^'A claim is anticipated only if each and every element as set forth in the claim is 
f^unHther expressly or u^erently described ^ single Pnor ^ re e^ence^ 
Verdesaal Bros. V. Union Oil Co. of California, 814 F.2d 628 631 2 UbF^^a 

The elements must be arranged as required by the claim. 
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as seedlings . A seeaungis s^ci* y tV.^ Hke The tvoe of plant tissue selected 

.hetrforc is not '°-^^^y>^^^J^^'X-„f^:i TJ^'J^^^^oL elecmcal resistance 

™on't have a 
conditions and/or successful outcome of the expenmeut. 

Accordingly, reconsideration aud withdrawal of the rejection to these claims are 
respectfully requested. 

Rejection under 35 USC ^l03(a) 

Claims I to 16 of record rem;«a rejected as obvious over BurcH et al. in view of Ahokas. 
Again, SS^S^g to the previous Office Action of March 30, 2000, the Exammer states the 
following: 

"Tt would have beenprima facie obvious to a person of ordinary skill in the at 
theCethe tave^ion was ma,ie to utilize the method of transformatmn taught by 
t^ eTal r^nsfonn monocots such a. barley as taught by Ahokas. It would 
Lve bin obvio^l uransfcon soybean given the agronomic advantages of 
^rsfonuedtoybean and givea that several different species of dicots have been 

r^ic acW oxidase which could have been inserted into a vector could be .sed to 
Plattt type as described above. It wojild have been the optumzation 
of process parameters to use linearized plasmid DNA. 

Applicant respectfully disagrees. 

In order to establish s^prima facie case of obviousness, a rejection must satisfythe 
following three criteria: 

1 There must be some suggestion, teaching or motivation to modify the reference or combine 
the references on which the nijection is based; 

combination would work to produce beneficial results; and 
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3. The prior art references(s) must teach or suggest all of the elements and limitations recited 
in the claims. 

Applicant asserts that the first criteria is not met since neither of the prior art references 
suggest any desirability to combine the .elements as claimed for transfoiming ap/«m usmg 
eShoresis and DNA comprising a plasmid vector having T-DNA border sequences. 
S:So" the Examiner haLot artxulated explicit or facmd ^ 
suseesuon to combine the elements disclosed in the prior art references to amve at the 
W crfmv^^^^^ and thus support . 35 U.S.C §103 ground of rejection. The evidence on 
wSTobZ^ess rejection is basc^ must be set forth in the Office Action. Conclusory 
Tt^^ents tSt agroiomically interesting gene could be msened mto a vector and process 
XZZZ^zeZ transforii a plant without any articulated rationale or evidentiary 
support, do not constitute sufficient factual fmdmgs. 

In order for the second criteria to be met, aperson of skill in the art should be able to arrive 
at a claimed invention through a minimum of expenmentatton. 

Ahokas teaches a method for ekctrophoreiic transfection of germinating seeds of barley 
and seXf vSous other types with a suitable embryo. The experimental conditions v^ed by 
^okastcludc, among othS things, a constant current of O.l mA and a running time of 
60 minutes. 

Burchi ef al. teach a DNA transfer method into the imact meristem of gi^iinating seeds 
embry^rbulblets. axillary shoots and protocorms using electrophoresis and state the following at 
page 165, l" paragraph: 

"The distance of the meristenis from the base of the stem also affected their 
survival; in fact, most of the survived axiUaiy shoots were situated ckjse to the 
base of the stem. This can be e:xplained by the increased voltage applied to 
maintain the current at increasing distances between anode and cathode. 
[Emphasis added.] 

Compared to seed, embryos and the like, ir would be 
-iUtanre beiM^een the apical meristem of ap/fl«r to the positive electrode, the electrical resistance 
tZr^Z^Zly^^^^- Sinceahighcr electrical resi^^cepresi^^^^^^^^ 
lount of voUage and/or rum^ing time to aclneve adeqv^e ^NA mi^a^^^^^^ ^Sy^i'succeed. 
conceivable that transformation of plants compared to seed or embryos is le.s likely 
Consistent with this assumption, Songstad et at. provide the followmg: 

"The resistance attributed to plant tissue can also affect ^^'^/^J^^^^I^^f 
migration. Under constant voltage (V), an mcrease m resistance (R) will decrease 
Se current (I) and reduce DN A migranorv ... Part of the resistance of plant nssue 
is due io the distance between the cathode and anode. By placing ^ 
electrodes as close to each other as possible, a lower resistance will be obtained. 
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Optimal DNA migration must he balanced against survival [of plant tissue]. Jwo 
major factors that affect survival ofelectrophoresed explants are stren^^th and 
duration ofcurrentr [Emphasis added.] (at page 9, last paragraph) 

Moreover, while Aliokas used stmdard electrophoresis buffers such as 89 mM 
Tiis-phosphate with EDTA. Bxiichi et aL were confined to certain types and ^oncenuauons of 
electrophoresis buffers since Uiis significantly effected the amount of voltage used. At page 165, 
2"^ paragraph, it states that "tlvs can be a problem in tissues with high elecmcal resistance or 
with fneristems situated too far from the positive electrode." [Emphasis added.] 

Based on the combined teachings of Burchi et al.md Ahokas, it is therefore asserted *at 
a skilled artisan would have absolutely no reasonable expectation of success itMaplant could be 
?ransfonned with DNA by applying a low amperage current using standard buffers as descnbed 
T^TZl application Moreover, there is no suggestion in the tcaclungs ol ei*er reference 

^eSclabiU^ in the art, that would provide direction for a skilled artisan to follow m order to 
arrive at tlie claimed invention with any reasonable expectation of success. 

m addressing the third criteria, it is asserted that ndiher Burchi et al. nor Ahokas teach or 
suggest all of the elements and liinitai.it»ns recited in the claims. 

Reconsideration and withdrawal of the rejection are respectfully requested. 

The Examiner is respectfully urged to call the undersigned at (613) 232-2486 to discuss 
the claims in an effort to reach a mutual agreement with respect to claim limiianons in the 
presem^pplication which will be efft^tive to define the patentable subject mutter if the present 
claims are not deemed to be adequate ibr this purpose. 

In view of the foregoing, early favorable consideration of this application is earnestly 
soUcited. 

Respectfully submitted, 



EUzabeth Haye6-Q](febec ^ 



Date: March 19, 2004 

Registration No.: 48,305 
Tel.: 1-613-232-2486 
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